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DETAILED ACTION 

Response to Arguments 
L Applicant's argximents filed 4/5/06 have been fully considered but they are not 
persuasive. 

2. The applicant argues that the amended claims 28,37 does not contain new matter i.e. 
"" the SEP in the table identifying a cellular service provider that supports an application not 
related to voice communications ". Further, the applicant argues that the features of the claims 28 
and 37 i.e. "performing a first detection process to detect support for the application not related 
to voice communication " is not considered new matter. The applicant argues that the 
specification on page 13-15 and page 41 have support for the amendment to the independent 
claims 28,37. 

The examiner respectfully disagrees. The examples cited by the appUcant on pages 13-15 
and pages 41 is general in nature and do not necessarily and specifically relate to non- voice 
networks. For example, in vehicle thefl scenario, the alarm triggers a microphone so that the 
operator on the other side can listen to the situation. Also the same communication network that 
is used for voice is also used to report the vehicle thefl situation. 

Further, the claims are not limited to the examples that the applicant has provided in the 
specification. The term "not related to voice" encompasses all such applications such as SMS, 
EMAIL, Instant Messaging, general alarm systems etc. None of these are disclosed in the 
specification. 
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3. The applicant argues that the secondary Reference Barber does not teach or disclose an 
SID in a table that distinguishes a cellular provider that supports an application not related to 
voice and further the applicant argues that Tendler also does not meet this limitation. 

4. hi response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck iSc Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Here, Lynch discloses a method where the first SID matches a SID stored in the SID 

table. 

Barber reference is use to show the teaching where in case of emergency situation (see 
col. 2, lines 49-67), services are provided if any SID that are not on the preferred Ust is received 
by the cell phone meaning if low priority is determined not sufficient the preceding high priority 
SID is used. 

Tendler teaches a method where the emergency situation can be triggered using non- 
voice communication for example by pressing a panic button. This teaching can then be used to 
modify Barber to invoke a SID that supports non- voice communication. 

Therefore the combination of Lynch, Barber and Tendler meet the limitations of the 
claims 28 and 37. 

Therefore the rejections of the claims 28 and 37 and the dependent claims as discussed in 
the previous office action and as submitted below is considered proper. 

5. The prevailing issue in this case appears to be regarding the addition by amendment of 
the negative claim limitations consisting of application or service not related to voice 
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communication. While there is no in haec verba requirement, newly added claim limitations 
must be supported in the specification through express, implicit, or inherent disclosure. The 
trouble is that there is no such disclosure, easy though it is to imagine it. Purdue Pharma L.P. v. 
Faulding Inc., 230 F.3d 1320, 1328, 56 USPQ2d 1481, 1487 (Fed. Cir. 2000). The Examiner 
does not question whether the claim language is inconsistent with, or contradictory to, the 
teachings of the specification. But, the Examiner maintains that the specification does not 
clearly and concisely disclose to the skilled artisan that the inventors considered this particular 
feature, /.e., application or service not related to voice communication, to be part of their 
originally filed invention. There is therefore no force to the applicants' or affiant's arguments 
that the written description requirement was satisfied because the disclosure revealed a broad 
invention from which the later-filed claims carved out a patentable portion . 

Claim Rejections - 35 USC § 112 
1. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 28 and 37 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter, which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 
The amended claim recites the limitation recites " the SID in the table identifvdng a cellular 
service provider that supports an application not related to voice commimications and fiirther 
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performing a first detection process to detect support for the application not related to voice 
communication " if support needs to be detected quickly 

4. The limitation underlined above is not disclosed in the specification and hence considered 
to be new matter. 

5. Claims 29-34,36,38-42 are also rejected under 1 12, first paragraph since they are 
dependent claims on the rejected base claims 28,37. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 28,36,37 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lynch 
[US 5,586,338] in view of Barber [US 6,405,038] and further in view of Tendler [US 5,555,286]. 

Regarding claims 28,36,37 Lynch discloses a method for determining whether a 
particular service is provided by a cellular provider comprising: 

-Reading a first identification number (SID) broadcast in a first frequency band where the first 
SED identifies a cellular service provider (see abstract, col. 8, lines 5-14); 
-Determining whether the first SID matches a SID stored in a SID table (see col.8, lines 27-29 
and lines 48-54); 

-Switching to a second frequency and reading a second SID broadcast in the second frequency if 
the first SID does not match a SID stored in the SID table (see col.9, lines 26-39, Fig.5); 
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-wherein the support for the particular cellular service is identified if the SED in the first or 
second fi-equency bands matches a SID stored in the SE) table (see col.2, Unes 23-32), the first 
and second fi-equency bands being cellular bands A and B (see coL8, lines 5-9). 

Lynch, however, is silent to teach if low priority detection is sufficient and performing 
high priority detection process if low priority is determined to be insufficient. 

However Barber teaches a method of determining whether support for the particular 
service needs to be detected quickly if neither the first or second SID is identified in the said 
table and performing first detection (high priority) process if support for the particular service 
needs to be detected quickly and performing a second detection (low priority) process if support 
for the particular service does not need to be detected quickly . See summary of invention, coL 5, 
line 15 - col. 6, line 4. Here Barber teaches a method where different priority levels can be 
detected and also with each lower priority level detected, SIDs of preceding higher priority level 
is not detected. However in case of emergency situation (see col. 2, lines 49-67), services are 
provided if any SED that are not on the preferred list is received by the cell phone meaning if low 
priority is determined not sufficient the preceding high priority SID is used. 

Therefore it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to provide the above teaching of Barber to Lynch so that the 91 1 emergency 
calls can be placed within areas where a new system selected is not available or if a new system 
is available and not listed on the SDD list. 

However Lynch and Barber do not disclose a method wherein the emergency service is 
activated without voice communication. 
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Tendler discloses a method wherein the emergency service is activated by pressing a 
panic button on the telephone, which is then interpreted by the network as a high priority call 
Thus there is no voice communication in this situation when a panic button is depressed. See col. 

2, lines 60-67; col. 3, line 60 - col. 5, line 35. 

Therefore it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to provide the above teaching of Tendler to Barber and Lynch so that the 
emergency service without voice communication can be placed within areas where a new system 
selected is not available or if a new system is available and not listed on the SID list. 

3. Claims 29,30,38 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lynch 
[US 5,586,338], Barber [US 6,405,038] and Tendler [US 5,555,286] in view of Evans [US 
6,31 1,060] and further in view of Roach [US 6,044,265]. 

Regarding claim 29, Lynch and Barber as treated in claim 28 do not disclose a method of 
listening for cellular pages having an NPA value in a first frequency band, the NPA value 
indicating that the cellular provider broadcasting in the first frequency band supports the 
particular cellular service. 

Evans teaches that a control message is referred to as a page and SE) is carried in the 
control channel (see coL2, lines 1-44). 

Roach teaches a method of identifying the system identification (SID) by a NPA. Roach 
fiirther teaches the method of updating the SID table after a page is sensed in the said frequency 
block. See column 4, lines 13-44. 
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It is apparent that Evans and Roach teach that listening for cellular pages having an NPA 
value in a first frequency band, the NPA value indicating that the cellular provider broadcasting 
in the first frequency band supports the cellular service. 

Therefore it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to provide the above teachings of Roach and Evans to Barber and Lynch in 
order for an easy updating SID and informing the cellular set to add or remove the SIDs to the 
Ust. 

Regarding claim 30, Lynch and Barber and Evans teach a method for determining 
whether a particular service supported by a cellular service provider comprising all the 
limitations as claimed. Evans fixrther teaches if the cellular page is not detected in the first 
frequency band within a period of time, switching to a second frequency band (See Fig.9). Evans 
and Roach further teach that listening for cellular pages having an NPA value in a first frequency 
band, the NPA value indicating that the cellular provider broadcasting in the first frequency band 
supports the particular cellular service (See explanation treating claim 29). 

Therefore it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to provide the above teachings of Roach and Evans to Barber and Lynch in 
order for an easy updating SID and informing the cellular set to add or remove the SIDs to the 
Ust. 

Regarding claim 38, Lynch and Barber as treated in claim 28 do not disclose a method of 
listening for cellular pages having an NPA value in a first frequency band, the NPA value 
indicating that the cellular provider broadcasting in the first frequency band supports the 
particular cellular service. 
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Evans teaches that a control message is referred to as a page and SID is carried in the 
control channel (see col.2, lines 1-44). 

Roach teaches a method of identifying the system identification (SID) by a NPA. Roach 
further teaches the method of updating the SID table after a page is sensed in the said frequency 
block. See colimm 4, lines 13-44. 

It is apparent that Evans and Roach teach that listening for cellular pages having an NPA 
value in a first frequency band, the NPA value indicating that the cellular provider broadcasting 
in the first frequency band supports the cellular service. 

Therefore it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to provide the above teachings of Roach and Evans to Barber and Lynch in 
order for an easy updating SID and informing the cellular set to add or remove the SIDs to the 
list. 

Evans fiirther teaches if the cellular page is not detected in the first frequency band within 
a period of time, switching to a second frequency band (See Fig.9). Evans and Roach fiirther 
teach that listening for cellular pages having an NPA value in a first frequency band, the NPA 
value indicating that the cellular provider broadcasting in the first frequency band supports the 
cellular service (See explanation treating claim 29). 

Therefore it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to provide the above teachings of Roach and Evans to Barber and Lynch in 
order for an easy updating SID and informing the cellular set to add or remove the SIDs to the 
hst. 
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4. Claims 3 1-34,39-42 are rejected imder 35 U.S.C. 103(a) as being unpatentable over 
Lynch [US 5,586,338], Barber [US 6,405,038] and Tendler [US 5,555,286] in view of Zicker 
[US 5,159,625] and further in view of Evans [US 6,31 1,060]. 

Regarding claims 31,39, Lynch and Barber as treated in claim 28 teach all the limitations 
as claimed. They are however silent to teach transmitting a page request packet in the first 
frequency band to a host across a cellular network and receiving a cellular page from the host in 
response to the page request packet thereby identifying the cellular service provider broadcasting 
at the first frequency band as one which supports the particular cellular service. 

However, Zicker teach the exchange of data between host and a remotely programmable 
cellular mobile radiotelephone (CMR) (see col.5, lines 5-20 and Fig.l). 

Evans teach transmitting and receiving a message/page in the first frequency band 
between the MSC and the home system and the message indicates that the particular CMR has 
registered in another cellular system and includes the SID and MSC number identifying the 
foreign CMR system (see col.2, lines 1-44, coLl 1, lines 3-27, 55-67 and col.l2, lines 1-3). It is 
apparent that Lynch, Barber, Zicker and Evans teach transmitting and receiving a message in the 
first frequency band to a host across a cellular network. 

Therefore it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to provide the above teachings of Evans to modified Barber and Lynch in 
order to collect billing information and bill the customer for using the home or foreign system. 

Regarding claims 32,40, Lynch, Barber, Zicker and Evans as treated in claim 31 teach all 
the limitations as claimed. Evans further teaches updating the SID table to include a SID of the 
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cellular service provider from which the cellular page was received (see col.l 1, lines 4-27 and 
Fig.9). 

Therefore it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to provide the above teachings of Evans to modified Barber and Lynch in 
order to facilitate roaming of the user to foreign system. 

Regarding claims 33,41, Lynch and Barber as treated in claim 31 teach all the limitations 
as claimed. Evans further teach if the cellular page is not received within a pre-determined time, 
switching to a second frequency band and transmitting a second page request to a host across a 
cellular network, and receiving in response a cellular page from the host, thereby identifying the 
cellular service provider broadcasting at the second frequency band as one which supports the 
particular cellular service (see Fig.9). 

Therefore it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to provide the above teachings of Evans to modified Barber and Lynch in 
order to collect billing information and bill the customer for using the home or foreign system. 

Regarding claims 34,42 Lynch and Barber as treated in claim 33 teach all the limitations 
as claimed. Evans ftirther teaches updating the SED table to include a SID of the cellular service 
provider from which the cellular page was received (see col.l 1, lines 4-27 and Fig.9). 

Therefore it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to provide the above teachings of Evans to modified Barber and Lynch in 
order to facilitate roaming of the user to foreign system. 
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Conclusion 



Any inquiry concerning this comnnmication or earlier communications from the 
examiner should be directed to Sujatha Sharma whose telephone number is 571-272-7886. The 
examiner can normally be reached on Mon-Fri 7.30am - 4.00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew D. Anderson can be reached on 571-272-4177. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Sujatha Sharma 
May 4, 2006 





